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This is a decision on appeal fromthe final rejec-
tion of claims 2 through 5 and 8, all the clains pending in
the application. Cdainms 1, 6 and 7 have been cancell ed.

The invention relates to using scan test techniques
to test the interconnecting signal |ines between digital
circuits enploying different or non-conpatible scan test
architectures.

| ndependent claim8 is reproduced as foll ows:

8. A nethod of testing an interconnect that couples
first and second digital circuits to one another for conmmuni -
cating data signals therebetween, the first digital circuit
bei ng structured to include a scan architecture specified by
| EEE Standard 1149.1 that includes a first nunber of scannable
data registers, the second digital circuit enploying a scan
archi- tecture different fromthat of the first digital cir-
cuit that includes a second nunber of data registers, the
first and second nunbers of scannable data regi sters being
coupled to the inter- connect for applying data signals
thereto and to receive data signals therefrom the nethod
i ncluding the steps of:

(a) applying a first test pattern to the second
nunmber of scannabl e data registers;

(b) sanpling the interconnect with the first nunber
of scannabl e data registers according to a protocol required
by the | EEE Standard 1149.1 that includes the steps of,

(1) capturing data signals of the interconnect
by the first nunmber of scannabl e data
regi sters,
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(ii) shifting into the first nunber of

scannabl e
data registers a second test pattern,
(ii1) again capturing data signals of the
I nterconnect by the first nunber of
scannabl e data regi sters, and
(iv) shifting the captured data signals from
t he

first nunber of scannable data registers;

(c) sanpling data signals on the interconnect by
the second nunber of scannabl e data registers;

(d) shifting the sanpled data signals fromthe
second nunber of scannable data registers; and

(e) conparing the captured data signals and the
sanpl ed data signals to first and second standard patterns,
respectively, to deternmine the integrity of the interconnect;
and

(f) repeating steps (a) - (e) for a plurality of
addi tional test patterns.

The Exam ner relies on the follow ng references:

Far wel | 5, 202, 625 Apr. 13, 1993
Shiono et al. (Shiono) 5,390, 191 Feb. 14, 1995
(effective filing dates: Jan. 31 and May 28,
1992)
Gruetzner et al. (Guetzner) 5,444,715 Aug. 22, 1995
(effective filing date: July 17,
1992)
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Clainms 8 and 3 through 5 stand rejected under 35
U S.C 8§ 103 as being unpatentabl e over Shiono in view of
Gruetzner. Caim2 stands rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Shiono in view of Guetzner and
Farwel | .

Rat her than reiterate the argunents of Appellant and
the Examiner, reference is made to the briefs? and answers?® for

the respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 2
through 5 and 8 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prima facie

case. It is the burden of the Exam ner to establish why one

2 Appellant filed an appeal brief on August 22, 1996.
Appellant filed a reply brief on Decenber 30, 1996. The
Exam ner responded to the reply brief with a suppl enenta
Exam ner's answer, thereby entering the reply brief into the
record.

® The Exami ner filed an Exam ner's answer on October 28,
1996. In response to the reply brief, the Exam ner filed a
suppl enental Exam ner's answer on March 23, 1997.
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having ordinary skill in the art would have been led to the
claimed invention by the express teachings or suggestions
found in the prior art, or by inplications contained in such
teachi ngs or suggestions. |In re Sernaker, 702 F.2d 989, 995,
217 USPQ 1, 6 (Fed. Gr. 1983). "Additionally, when

det ermi ni ng obvi ousness, the clained invention should be
consi dered as a whole; there is no legally recognizable
"heart' of the invention.” Para-Odnance Mg. v. SGS

I mporters Int'l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995), cert. denied, 519 U.S. 822 (1996)
citing W L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F. 2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied,
469 U.S. 851 (1984).

Appel | ant argues on pages 5 through 7 of the brief
and in the reply brief that neither Shiono nor G uetzner
teaches or suggests a nmethod of testing an interconnect that
couples first and second digital circuits in which the first

digital circuit
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enpl oys a scan architecture specified by the | EEE Standard
1149.1 and the second digital circuit enploys a scan
architecture different fromthat of the first digital circuit.
Appel | ant points out that neither Shiono nor G uetzner teaches
or suggests the concept of testing an interconnect with

i nconpati ble scan architectures. In particular, Appellant

poi nts out on pages 5 and 6 that Shiono teaches testing an

I nterconnect using two circuits that are the sane and
therefore of conpatible scan architectures. Appellant further
poi nts out on page 6 that G uetzner teaches that the scan
architecture used by the two circuits are the same and
therefore conpatible. Appellant states that the references
are absent of any teaching of Appellant's novel feature of the
i nvention of claim8, which is the nethod used to check the

i nt erconnect between the first and second digital circuits
where the first digital circuit enploys a scan architecture
specified by the I EEE Standard 1149.1 and the second digital
circuit enploys a scan architecture that is different from

that of the first.
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On page 4 of the Exami ner's answer, the Exam ner
acknow edges that Shiono does not teach or disclose that the
second digital circuit enploys a scan architecture that is
different fromthat of the first digital circuit.

Fur t her nor e,

t he Exami ner does not show that Guetzner teaches that the
scan architecture of the second digital circuit is different
than that of the first digital circuit. The Exam ner states
that it would be obvious for one of ordinary skill in the art
at the tinme to change the scan architecture of the second
digital circuit in Shiono because G uetzner teaches that their
invention is particularly beneficial in a boundary-scan
architecture and points to colum 4, lines 1-5. The Exam ner
further enphasizes this point on page 3 of the suppl enental
Exam ner's answer. There, the Exam ner states that G uetzner
teaches in colum 3, line 67, through colum 4, line 5, that
the invention is particularly beneficial in boundary-scan

architecture and thus provides notivation to one of ordinary
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skill in the art to formin Shiono an architecture that
i ncl udes inconpatible scan architecture as cl ai ned.

Upon our detailed review of Gruetzner, we fail to
find that Guetzner suggests inconpatible architecture or, for
that matter, recogni zes the problem of inconpatible
architectures and howto test the interconnect between them
In colum 3, line 67, through colum 4, line 5, G uetzner
sinply states that the invention may be used in other than
| evel sensitive scan designs. Guetzner is not suggesting

that the invention would be used in

scan designs that are inconpatible, only that it is possible
to use it in other conpatible sensitive scan designs.

The Federal Circuit states that "[t]he nere fact
that the prior art may be nodified in the manner suggested by
t he Exami ner does not nake the nodification obvious unless the
prior art suggested the desirability of the nodification.™ In

re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
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n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984).

W fail to find that Shiono or G uetzner provides
any reason or suggestion of the desirability of the
nodi fi cati on proposed by the Exam ner. Therefore, we wll not
sustain the Examner's rejection of clains 3 through 5 and 8
under 35 U.S.C. § 103 as bei ng unpatentabl e over Shiono in
vi ew of G uetzner.

Caim2 stands rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over Shiono in view of G uetzner and
Farwel|. W note that the Exami ner relies on the above sane
reasoni ng for nodifying Shiono to provide an inconpatible scan
architecture for the second circuit. W fail to find that
Farwel | supplies the m ssing teaching or suggestion to those
skilled in the art to nake the nodification as proposed by the
Exam ner. Therefore, we will not sustain the Exami ner's
rejection of claim2 for the sane reasons as above.

In view of the foregoing, the decision of the
Exam ner rejecting clainms 2 through 5 and 8 is reversed.

REVERSED
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KENNETH W HAI RSTON
Adm ni strative Patent Judge
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